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DETAILED ACTION 
Response to Amendment 

This is a response to the amendment dated March 15, 2004. Claims 1, 3, 9, and 
28-30 are under consideration. Claims 4-8, 11-27 and 31-45 are withdrawn from 
consideration. The amendments to the drawings and specification are acknowledged. 

Response to Arguments 

1 . Applicant's arguments with respect to the rejection(s)of claim(s) 28-30 have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Saadat in US 2003/00931 1 7. 

2. Applicant's arguments with respect to claims 1-3 and 9 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 3, and 9 are rejected under 35 U.S.C. 102(a and/or e) as being 
anticipated by Petrick in US Patent No. 6,060,639. 
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Regarding claims 1 and 9, Petrick discloses a space-occupying device (10) 
having an inflatable member (12) with an inflation valve (18) and one or more 
fasteners (sutures via tab 22) secured to the expandable member and capable of 
anchoring the device, where the fasteners are configured such that they can 
extend at least partially through a stomach wall but not external to a patient's 
body, as recited throughout the specification. The limitation, "the inflatable 
member adapted for disposition entirely within the patient's stomach," is not 
given patentable weight. The apparatus of Petrick is capable of being implanted 
in a stomach and applicant is reminded that functional language does not hold 
patentable weight in apparatus claims. 



Regarding claim 3, Petrick discloses that as applied to claim 1 , as well as 
fasteners that are sutures, as recited in column 4. 

5. Claims 1, 3, 9, and 28-30 are rejected under 35 U.S.C. 102(e) as being 

anticipated by Saadat in US 2003/00931 17. 

Regarding claim 1 and 9, Saadat discloses a space-occupying device (such as 
172 and associated components, etc.) for deployment within a patient's stomach 
having an inflatable member (such as 172) with an inflation valve (such as 184), 
where the inflatable member is adapted to be disposed entirely within the 
patient's stomach; and one or more fasteners (such as 176) secured to the 
expandable member capable of anchoring the device within the stomach where 
the one or more fasteners are configured such that portion can extend at least 
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partially through the patient's stomach wall but not external to the patient's body, 
as recited on pages 7-10. 

Regarding claim 3, Saadat discloses that as applied to claim 1 , as well as, 
fasteners that are sutures, as recited in section [01 19], for example. 

Regarding claims 28 and 29, Saadat discloses a method of anchoring a space- 
occupying device within the stomach of a patient as well as fasteners that are 
sutures, as recited above with respect to claims 1, 3, and 9. 

6. Claim 30 is rejected under 35 U.S.C. 102(e)/1 03(a) as being anticipated by 

Saadat in US 2003/0093117. 

Regarding claim 30, Saadat discloses that as applied to claim 28. Further, 
suturing the device prior to inflation is within the scope of the invention and would 
be obvious to one with ordinary skill in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kathryn Odland whose telephone number is (703) 306- 
3454. The examiner can normally be reached on M-F (7:30-5:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry A Bennett can be reached on (703) 308-0101 . The fax phone 



Application/Control Number: 09/816,850 Page 5 

Art Unit: 3743 

number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




